OPe 




ft << 

UNITED STATESWEPARTMENT OF COMMERCE 
Pat nt and Trademark Office 

Addr ss: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 






:-;epj"lzr ' s 


2972U3 (92-04 



r 



?:;n/oi 12 



EXAMINER 



NGUYEN, T 



ART UNIT 



36^1 
DATE MAILED: 



PAPER NUMBER 

a - 



01/12/99 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 

Commissioner of Patents and Trad marks 



PTO-90C (Rev. 2/95) 



1- File Copy 



Application No. 

Off/719^ 



Applicant(s) 



Examiner 



Group Art Unii 

list 



—The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address- 
P ri d for Response 

A SHORTENED STATUTORY PERIOD FOR RESPONSE IS SET TO EXPIRE 



MAILING DATE OF THIS COMMUNICATION. 



. MONTH(S) FROM THE 



- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a response be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for response is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to respond within the set or extended period for response will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 



Status 

y$ Responsive to communication(s) filed on 

J^This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 ; 453 O.G. 213. 
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Of the above claim(s)- 

^Claimfs) 

^CIaim(s) 

□ Claim(s) 
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□ Claims- 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

^The proposed drawing correction, filed on Or} 2 j is ^ipproved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Pri rity under 35 U.S.C. § 119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



. is/are pending in the application. 

is/are withdrawn from consideration. 
. is/are allowed. 

is/are rejected. 

. is/are objected to. 

- are subject to restriction or election 
requirement. 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

'Certified copies not received: 

Attachment(s) 



□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Notice of References Cited, PTO-892 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 



□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other 
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Application/Control Number: 08/71 5,869 Page 2 

Art Unit: 3651 



1 . Claims 5 and 6 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 5, line 7, the language "capable of is not a positive limitation but only requires 
the ability to so perform. It does not constitute a limitation in any patentable sense. In re 
Hutchinson, 69 USPQ 138. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless ~ 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 7-32 are rejected under 35 U.S.C. 102(b) as being anticipated by Tateno. 
Tateno discloses an integrated circuit testing apparatus and a method for testing an 

integrated circuit leaving an integrated circuit singulation station 20. The apparatus and method 
comprise a receiving apparatus 30 positioning to receive untested integrated circuits from the 
singulation station; a testing apparatus 44 positioning to receive the untested integrated circuits 
from the receiving apparatus and test the circuits; the testing apparatus including a holding 
station 50, a first position and a second position; and a separating apparatus 60 to separate 
defective integrated circuits from non-defective integrated circuits. 

4. Claims 1-4 are allowed. 
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5. Claims 5 and 6 would be allowable if rewritten or amended to overcome the rejection(s) 



under 35 U.S.C. 1 12, 2 nd paragraph, set forth in this Office action. 

6. Applicant's arguments filed on Oct. 8, 1998 have been fully considered but they are not^ 
persuasive. Responding to applicant's remarks, applicant has alleged that the language "capable 
of is definite. However, the Examiner respectfully disagrees. According to a dictionary, 
"capable of defines as a means capable performs a function. There is no positively recitation. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for repl^to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

8. Any inquiry concerning this communication should be directed to Examiner Tuan 
Nguyen at telephone number (703) 308-3664. 
Nguyen/oc 
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